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DETAILED ACTION 
Final 

Response to Amendment 

1 . The amendment filed on 04/18/2008 is entered and acknowledged by the 
Examiner. Claims 1, 2 and 4-16 are currently pending in the instant application. Claim 
3 have been canceled. 

Maintained 

2. The rejection of claims 1, 2, 4-8 and 12-16 under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Hashiguchi et al. (U.S 
Pub. 2002/0180088 A1 ) is maintained for the reasons set forth thereof. The rejections 
of claims 9-1 1 under 35 U.S.C. 1 03(a) as being unpatentable over Hashiguchi et al. 
(U.S Pub. 2002/0180088 A1) in view of Noguchi et al. (U.S Pub. 2003/0191228 A1) is 
maintained for the reasons set forth thereof. 

Claim Rejections - 35 USC § 102/103 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 1, 2, 4-8 and 12-16 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Hashiguchi et al. (U.S 
Pub. 2002/0180088 A1 hereinafter, "Hashiguchi"). 

With respect to claims 1 , 4, 8 and 12-16, Hashiguchi teaches an 
electroconductive resin composition comprising of a carbonaceous powder (i.e. 
electroconductive powder) dispersed in a resin binder matrix used as fuel cell separator 
[0012-0013]. The resin binder matrix may containing a resin binder (i.e. dispersed 
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phase) having a particle diameter of 1 micron or larger [0027] dispersed in an organic 
solvent (i.e. continuous phase) [0029]. Hashiguchi teaches the particle diameter of the 
resin binder (component A) is almost the same or smaller than the particle diameter of 
the carbonaceous powder (component B) [0027]. 

The reference specifically or inherently meets each of the claimed limitations in 
their broadest interpretation. The reference is anticipatory. 

In the alternative that the above disclosure is insufficient to anticipate the above 
listed claims, it would have nonetheless been obvious to the skilled artisan to produce 
the claimed composition, as the reference teaches each of the claimed ingredients 
within the claimed proportions for the same utility. 

Regarding claim 2, Hashiguchi teaches the amount of resin binder used is 1-60 
parts by weight per 100 parts by weight of carbonaceous powder [0037]. The disclosure 
reads on the instant claimed limitation of 2-40 mass % of resin binder matrix (i.e. 
component (A)) and 60-98 mass % of electroconductive carbonaceous powder (i.e. 
component (B)). 

Regarding claim 5, Hashiguchi teaches the resin binder matrix is a mixture of two 
or more thermoplastic resins and thermoplastic elastomer [0018]. Hashiguchi further 
teaches the thermoplastic resin is preferably 5-50 parts by weight and thermoplastic 
elastomer is preferably 1-20 parts by weight per 100 parts by weight of the 
carbonaceous powder [0037]. 



Application/Control Number: 10/581,675 
Art Unit: 1796 



Page 5 



Regarding claim 6, Hashiguchi teaches component (A) comprises a composition 
of a polyolefin, and one or plural kinds selected from: hydrogenated styrene-butadiene 
rubber, styrene-ethylene-butylene- styrene block copolymer, styrene-ethylene- 
propylene-styrene block copolymer, crystalline olefin-ethylene butylene crystalline olefin 
block copolymer, styrene-ethylene-butylene- crystalline olefin block copolymer, styrene- 
iso-styrene block copolymer, styrene-butadiene- styrene block copolymer [0018-0024]. 

Regarding claim 7, Hashiguchi teaches the resin binder matrix comprising of a 
mixture of thermoplastic resin such as fluororesins (i.e. polyvinylidene fluoride) and 
thermosetting resin such as acrylic rubber (i.e. soft acrylic acid resin) [0019 and 0021]. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hashiguchi et al. (U.S Pub. 2002/01 80088 A1 ) as applied to the above claims, and 
further in view of Noguchi et al. (U.S Pub. 2003/0191228 A1 hereinafter, "Noguchi"). 
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Hashiguchi is relied upon as set forth above. With respect to instant claims 9 
and 1 1 , Hashiguchi discloses the carbonaceous powder (B) may contain 500 ppm or 
lower (i.e. 0.0005 or lower mass%) of alkali metals, alkaline earth metals, and transition 
metals [0015]. Hashiguchi also discloses the carbonaceous powder may be expanded 
graphite which reads on carbon fiber and/or carbon nanotubes [0014]. 

However, Hashiguchi does not disclose an electroconductive component (B) 
containing boron in an amount of 0.05-5 mass % and 0.1-50 mass% of vapor-phase 
grown carbon fiber (VGCF) and/or carbon nanotubes (CNT). 

In the same field of endeavor, Noguchi teaches a conductive curable resin 
composition comprising of a (A) curable resin blend of (A1) elastomer resin and (A2) a 
radical reactive resin mixed with (B) carbon material. Noguchi teaches the weight ration 
of component (A) to component (B) is 70-5:30-95 (Abstract). Noguchi also teaches the 
carbon material (e.g. graphite powder, carbon fiber, VGCF, CNT and a mixture thereof) 
may be used alone or it may be added with boron in an amount of 0.05-10 % weight 
(i.e. mass %) and VGCF or CNT in admixture to improve the conductivity of the carbon 
material [0083-0084]. The source of boron is selected from B, B 4 C, BN, B 2 0 3 and 
H3BO3 ([0068] and [0084]). 

Hashiguchi and Noguchi references are combined because both references 
teach an analogous art of electroconductive resin composition for fuel cell separator 
comprising of carbonaceous powder dispersed in a blend of resin binder matrix. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified Hashiguchi electroconductive resin composition by adding a 
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boron to the carbonaceous powder in the range of 0.05-10 % weight and admixed with 
VGCF or CNT as taught by Noguchi, in order to improve the conductivity of the carbon 
material. 

Response to Arguments 

8. The Examiner noted the Amendment file on 04/1 8/2008, however the amended 
claim(s) remain unpatentable over the prior art of record for the reasons therein. 

9. Applicant's arguments filed On 04/18/2008 have been fully considered but they 
are not persuasive. 

In responses to Applicant's argument, on pages 5 to 1 1 , Applicant argues that 
Hashiguchi (U.S. Pub. 2002/0180088 A1) does not teach or suggest an 
electroconductive resin composition comprising a multi-polymer resin binder (A) 
comprising of a dispersion phase and a continuous phase, and an electroconductive 
material (B); wherein the number-average particle size of the dispersed phase in the 
component (A) is smaller than that of the component (B). The Examiner respectfully 
disagrees with the Applicant's remarks. 

Considering claim 1, Hashiguchi teaches an electroconductive resin composition 
comprising of an electroconductive carbonaceous powder (component B) dispersed in a 
resin binder matrix used as fuel cell separator [0012-0013]. The resin binder matrix 
may containing a resin binder particle (i.e. dispersed phase) having a particle diameter 
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of 1 micron or larger [0027] dispersed in an organic solvent (i.e. continuous phase) 
[0029]. The resin binder matrix of Hashiguchi is considered readable on the claimed 
multi-polymer resin binder (A). Hashiguchi further teaches the particle diameter of the 
resin binder (component A) is almost the same or smaller than the particle diameter of 
the carbonaceous powder (component B) [0027]. 

Applicant also argues that Hashiguchi does not conceive of the "island-in-sea" 
type structure, as provide by the constitution of the claim 1 of the instant application. 
The Examiner respectfully disagrees with the Applicant's remarks. 

As previously stated above, Hashiguchi teaches a composition containing the 
same ingredients (component A and component B) produced by the same methods (i.e. 
Kneading the ingredients with a roll mill or mixer) of the same utility (fuel cell separator) 
as claimed. Therefore, the composition of Hashiguchi inherently contains an "island-in 
sea" type structure as argued by the Applicant because structurally similar compounds 
are generally expected to have similar properties. In re Gvurik, 596 F. 2d 1012,201 
USPQ 552. That is the resin binder (dispersed phase) having a particle diameter of 1 
micron or larger dispersed in a continuous sea phase of organic solvent will inherently 
form an island-in-sea type structure as described by the Applicant, at page 7 lines 17- 
20. 

Applicant further argues that Noguchi (U.S. Pub. 2003/019228 A1) does not 
conceive of the "island-in-sea" type structure, as provide by the constitution of the claim 
1 of the instant application. The Examiner respectfully disagrees with the Applicant's 
remarks. 



Application/Control Number: 10/581,675 Page 9 

Art Unit: 1796 

The rejection of claims 9-1 1 is an obviousness type rejection with a combination 
of references, specifically Hashiguchi in view of Noguchi. As previously stated above, 
Hashiguchi teaches does teach an island-in-sea type structure. "Non-obviousness 
cannot be established by attacking references individually (i.e. Noguchi reference) 
where the rejection is based upon the teachings of a combination of references. Thus, 
[prior art reference] must be read, not in isolation, but for what it fairly teaches in 
combination with the prior art as a whole." In re Merck & Co., Inc., 231 USPQ 375, 380 
(CA FC 1986). 

Applicant lastly argues that Hashiguchi failed to teach adding 0.05-5 mass% of 
boron element to the electroconductive material as recited in claim 9. The Examiner 
acknowledged that Hashiguchi does not teach the addition of boron element to the 
electroconductive material in the claimed amount. For this reason, Noguchi is 
combined with Hashiguchi to establish a prima facie case of obviousness because 
Noguchi specifically teaches adding an overlapping amount (0.05-10 wt %) of boron 
element to the electroconductive material (carbonaceous material) to improve its 
conductivity ([0083] and [0084]). 

Based on the above rational, it is believed that the claimed limitations are met by 
the references submitted and therefore, the rejection is maintained. 
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Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KHANH T. NGUYEN whose telephone number is 
(571)272-8082. The examiner can normally be reached on Monday-Friday 8:00-5:00 
EST PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Douglas McGinty/ 
Primary Examiner 
AU 1796 
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